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In view of the Appeal Brief filed on January 22, 2008, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non- final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 
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Examiner's Detailed Office Action 



1. 



This Office Action is responsive to Appeal filed May 27, 2008. 



2. 



This action is herby made Non-Final. 



3. 



Claims 1-8 and 10-20 will be examined. 



Claim Objections 



4. Claims 2-4 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The examiner has found that claims 2-4 only recite limitation 
already found in independent claim 1, and are therefore not further limiting. Appropriate 
correction is required. 



5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 16-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The examiner fails to comprehend how one describes (i.e. defines) a method that is a self- 
describing method. It would be of great assistance to the prosecution of the applicant's claimed 
invention if the applicant would describe how one "[describes] at least one self-describing 



Claim Rejections - 35 USC § 112 
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method", because as the examiner interprets the claim language, a "self-describing method" 
would need no "describing" because its description would be implicit. Furthermore, the 
examiner has not examined claims 16-19 with regard to the prior art due to an inability to 
determine the scope of the claims. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

8. Claims 1-22 fail to (2) transform the underlying subject matter to a different state or 
thing. Additionally, the applicant's claimed invention fails to indicate a "concrete, useful and 
tangible result" in claimed invention. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-8, 10-14 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Akkiraju et al. (USPubN 2001/0013027, referred to as Akkiraju). 



Regarding claim 1 and 20: 
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Akkiraju teaches, 

defining a set of traits in which each trait characterizes a portion of a solution algorithm 
to the problem (Akkiraju: 0023; Examiner's Note(EN): The examiner takes the position 
that in not further defining the claimed "traits" in the claimed invention, or how the 
claimed "traits" "characterize" a portion of the solution, that the claimed "traits" read on 
the decompositions of candidate solutions as taught by Akkiraju. Furthermore, the 
examiner takes the position that it would have been obvious to one of ordinary skill in the 
art that a decomposition of a candidate solution would inherently "characterize" a portion 
of said candidate solution.); 

defining a programming interface for at least one of the traits (Akkiraju: ^ 0024; EN: The 
examiner takes the position that while Akkiraju does not explicitly recite defining a 
"programming interface", the defining of a "programming interface" is inherently defined 
for the decompositions taught by Akkiraju. This position is supported by the fact that at 
the time of the applicant's claimed invention it was of ordinary skill in the art that a 
"programming interface" is defined when a method is computer implemented (e.g. using 
software), depending on the computer, programming language, library, and/or services 
being used to implement said method, and Akkiraju teaching that his invention is 
computer implemented.); 

providing an implementation for at least one of the defined programming interfaces 
(Akkiraju: Tf 0024; EN: The examiner takes the position that the applicant's claimed 
"providing" of an implementation is inherent in the invention of Akkiraju. This position 
is supported by the fact that the computer implemented method of Akkiraju contains 
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"programming interfaces", and "programming interfaces" inherently have explicitly or 
implicitly defined implementations for each of the said "interfaces". This position is 
further supported by the fact that it was obvious to one of ordinary skill in the art at the 
time of applicant's claimed invention that "programming interfaces" are nothing more 
than function or procedure declarations and that function and procedure declarations 
inherently have implementations. Finally, the examiner has found that in not distinctly 
claiming what the "implementation" includes, that the "implementation" could be 
nothing more than providing the code for the "defined programming interfaces", which 
would have been obvious to one of ordinary skill in the art at the time of invention when 
teaching (or suggesting) a computer implemented method.); 
specifying a subtrait associated with at least one of the traits or the implementations 
(Akkiraju: U 0024; EN: Having not further defined the applicant's claimed "subtrait" in 
the claimed invention, the examiner has found that the claimed "subtraits" read on the 
sub-problems taught by Akkiraju. Additionally, the examiner asserts that it would have 
been obvious to one of ordinary skill in the art at the time invention that the sub-problems 
(i.e. "subtraits") taught by Akkiraju are associated with the problems taught in his 
invention.); 

selecting a top-level trait that characterizes a solution to the problem (Akkiraju: Tf 0031; 
EN: Having not further defined the applicant's claimed "top-level trait" in the claimed 
invention, the examiner has found that the claimed "top-level trait" reads on the problem 
taught by Akkiraju. Additionally, the examiner takes the position that the claimed "top- 
level" is no different from the previously claimed "trait".); 
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selecting a top-level implementation for the top-level trait (EN: The examiner takes the 
position that a "top-level trait" inherently has a "top-level implementation". This position 
is based on the applicant previously claiming that a "trait" has an "implementation". 
Additionally, the examiner asserts that the applicant's claimed "top-level trait" would 
have been obvious to one of ordinary skill in the art, in light of Akkiraju teaching a 
problem having sub-problems and it being inherent that a problem with sub-problems 
would be a "top level" problem. Finally, the examiner previously established that an 
"implementation" is inherent in the invention of Akkiraju.); 

selecting an implementation for each subtrait required for the top-level trait or the top- 
level implementation (EN: The examiner takes the position that selecting an 
"implementation" for the "trait" is inherent in the invention of Akkiraju. This position is 
supported by the examiner assertion that a "subtrait" reads on the sub-problems taught by 
Akkiraju, and the previously presented argument that all problems whether they are "top- 
level" or sub-problems, inherently have an "implementation".); 

recursively selecting an implementation for each subtrait associated with at least one of 
the traits or the implementations in order to construct a trait hierarchy (Akkiraju: U 0024; 
EN: The examiner takes the position that the applicant's claimed process of "recursively 
selecting" reads on the process of decomposing a problem into a first set of sub-problems, 
and then decomposing said first set of sub-problem into a second set of sub-problems, as 
taught by Akkiraju. Furthermore, while Akkiraju does not explicitly recite the 
construction of problem hierarchy (i.e. "trait hierarchy"), the examiner asserts that it 
would have been obvious to one of ordinary skill in the art that sub-problems 
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decomposed from a higher level of sub-problems, which were decomposed from a 
problem would inherently form a problem hierarchy.) that forms a computer program for 
solving the problem (Akkiraju: K 0021 and 0024; EN: The examiner takes the position 
that it would have been obvious to one of ordinary skill in the art at the time invention 
that the method taught by Akkiraju inherently forms a computer program. This position 
is based on Akkiraju teaching that his method is computer implemented.). 
It would have been obvious to one of ordinary skill in the art at the time of invention to 
apply the optimization method of Akkiraju to the system and method of optimizing 
taught by Thompson, for the purpose solving a problem (Akkiraju: H 0001). 

Regarding claim 2: 
Akkiraju teaches, 

(original) The computer program constructing method wherein the at least one trait 
comprises a plurality of traits (Akkiraju: 0023 and 0024; EN: The examiner takes the 
position that the applicant's claiming that a "trait" comprises a plurality of "traits", reads 
on the teaching of Akkiraju that a problem is decomposed into a plurality of sub- 
problems). 

Regarding claim 3 : 
Akkiraju teaches, 

(original) The computer program constructing method wherein a computer programming 
interface is defined for each of the traits (EN: The examiner previous established that 
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defining a "programming interface" would have been inherent in the invention of 
Akkiraju.). 

Regarding claim 4: 
Akkiraju teaches, 

(original) The computer program constructing method wherein an implementation is 
provided for each computer programming interface (EN: The examiner previous 
established that providing "an implementation") would have been inherent in the 
invention of Akkiraju.). 

Regarding claim 5 : 
Akkiraju teaches, 

(original) The computer program constructing method wherein the subtrait comprises a 
plurality of subtraits (Akkiraju: ]f 0024; EN: The examiner takes the position that the 
applicant's claiming of a "subtrait" comprising a plurality of "subtraits" would have been 
obvious to one of ordinary skill in the art, in light of Akkiraju teach that his sub-problem 
are decomposed into a plurality of sub-problems.). 

Regarding claim 6: 
Akkiraju teaches, 

(original) The computer program constructing method wherein the subtrait comprises a 
plurality of subtraits (Akkiraju: U 0024; EN: The examiner takes the position that the 
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applicant's claiming of a "subtrait" comprising a plurality of "subtraits" would have been 
obvious to one of ordinary skill in the art, in light of Akkiraju teach that his sub-problem 
are decomposed into a plurality of sub-problems.). 

Regarding claim 7: 
Akkiraju teaches, 

(original) The computer program constructing method wherein the top-level trait 
comprises a plurality of top-level traits (Akkiraju: EN: The examiner takes the position 
that if a "top-level trait" is below another "top-level trait" the second "top level trait" it is 
no longer a "top-level trait". If the applicant wishes to disagree with the examiner's 
position, the examiner respectfully requests that the applicant explain his or her position 
in subsequent communications.). 

Regarding claim 8: 
Akkiraju teaches, 

(original) The computer program constructing method wherein the top-level trait 
comprises a plurality of top-level traits (Akkiraju: EN: The examiner takes the position 
that if a "top-level trait" is below another "top-level trait" the second "top level trait" it is 
no longer a "top-level trait". If the applicant wishes to disagree with the examiner's 
position, the examiner respectfully requests that the applicant explain his or her position 
in subsequent communications.). 
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Regarding claim 10: 
Akkiraju teaches, 

(original) The computer program constructing method wherein the subtraits are 
associated with at least one of the traits, the implementation, or both (Akkiraju: EN: The 
examiner previously established that the applicant's "subtraits" read on the sub-problems 
taught by Akkiraju, and that said sub-problem are inherently "associated with" 
problems.). 

Regarding claim 1 1 : 
Akkiraju teaches, 

(original) The computer program constructing method wherein the subtrait is one of the 
defined set of traits (Akkiraju: EN: The examiner takes the position that it would have 
been obvious to one of ordinary skill in the art at the time of invention, that the claimed 
"subtrait" is one of the defined "traits". This position is based on the fact that the 
applicant did no previously define the "subtrait", so both the "subtrait" and "top-level" 
trait would have to be one of the previously defined "traits". Furthermore, the examiner 
asserts that the applicant's claimed "subtrait" reads on the sub-problem associated with 
the defined problem, as taught by Akkiraju.). 



Regarding claim 12: 
Akkiraju teaches, 
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(original) The computer program constructing method wherein the subtraits associated 
with the traits, the implementation, or both (Akkiraju: EN: The examiner previously 
established that the applicant's "subtraits" read on the sub-problems taught by Akkiraju, 
and that said sub-problem are inherently "associated with" problems.). 

Regarding claim 13: 
Akkiraju teaches, 

implementing an evaluation module that executes a constructed computer program in 
order to determine its effectiveness in solving the problem (Akkiraju: EN: The examiner 
takes the position that the execution of a constructed computer program would have been 
inherent in the invention of Akkiraju in light of him teaching that his method is computer 
implemented.); and 

applying an optimization technique that carries out the steps of claim 1 to generate at 
least one computer program that solves the problem, and that uses feedback from the 
evaluation module to generate at least one additional computer program that better solves 
the problem (Akkiraju: ]f 0035; EN: The examiner takes the position that the applicant's 
claimed use of optimization and said optimization using feedback, reads on the use of an 
optimization and said optimization using the correctness objective function for the 
various sub-problems when generating the sub-problem and sub-sub-problem.). 

Regarding claim 14: 
Akkiraju teaches, 
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(original) The computer program constructing method wherein the optimization 
technique is selected from the group consisting of simulated annealing, an evolutionary 
algorithm, and a particle swarm optimization (Akkiraju: Tf 0088). 

Response to Arguments 

Applicant's arguments filed on May 27, 2008 have been fully considered but are found to be non- 
persuasive. The unpersuasive arguments made by the Applicant are stated below: 

In reference to Applicant's argument 

Claims 1 and 20 are directed to "constructing at least one computer program that solves a 
problem" by constructing an accurate and detailed design of the problem decomposition "in order 
to construct a trait hierarchy that forms a computer program for solving the problem" before an 
optimization method can be applied to the problem. 

Examiner's response: 

The examiner has considered the applicant's above arguments and has respectfully found 
that there is nothing in the claimed invention that limits the problem decomposition to occurring 
only "before an optimization method can be applied to the problem". 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Michalewicz (USPubN 2001/005 1936) is cited for his system and method for determining an 
optimum solution to a problem. Trif et al. (USPN 5,870,731) is cited for his adaptive problem 
solving method. Gounares et al. (USPN 6,055, 690) is cited for his method for adaptively 
solving problems. 
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Examiner's Opinion: 

The examiner has considered the applicant's arguments in light of the claimed invention. 
Furthermore, the examiner respectfully reminds the applicant that "during examination, 
the claims must be interpreted as broadly as their terms reasonably allow". (MPEP 
2111.01 [R-5]I) 



It is the goal of the Examiner to move the applicant's claimed invention towards 
allowability. However, as presently claimed, the applicant's claimed invention is 
substantially broad and is broad enough to read on the prior art of record. The examiner 
respectfully request that the applicant consider what the invention is, and where the line 
between the prior art (cited by the examiner and/or known by the applicant) and the 
applicant's intended invention lay. This request is made so the examiner can help the 
applicant arrive at claim language that not only traverses the language taught in the 
presently pending and/or previously disclosed prior art, but also traverses concepts taught 
(or suggested) in prior art known by the examiner and/or applicant which has not been 
cited. Also, the examiner is more than willing to have an interview with applicant, but 
requests that the applicant disclose what he or she considers to be the most inventive 
portion of the claimed and/or disclosed invention. 



- Regarding 101, the examiner has found that the applicant's claimed invention of 
independent claims 1 and 20 do not produce a "useful, concrete, and tangible result". 
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This position is based on the fact that the claims recite numerous manipulations of data 
(i.e. "defining", "selecting", "providing", and "specifying"), but does not indicate that a 
real world result is produced. Also, while "solving [a] problem" using a "constructed 
trait hierarchy that forms a computer program" is a practical application, "constructing a 
trait hierarchy that forms a computer program" is not a tangible result. This position is 
based on the fact that the "construction" process, which only recursively selects pre- 
existing pieces (i.e. the previously selected, defined and specified, "traits", 
"implementation" and "interfaces"), does not actually create anything that is a tangible 
result, and is therefore a pure manipulation of data and as a result software per se. 

Additionally, due to the breadth of scope of the claimed invention (of the 
independent claims), it appears as though no program is ever constructed. This position 
is based on the fact that all the applicant has done in the independent claims is define 
portions (and sub-portions) of the solution algorithm to the problem, but has not provide 
any language to indicate that a "program that solves a problem" is ever constructed or 
that any effort is made to actually use the said portions (and sub-portions) of the solution 
algorithm. 

- Regarding the defining of "traits", "subtraits", and "top-level traits", the examiner takes 
the position that if you define a "subtrait", that "subtrait", you inherently have to have a 
"top-level trait". Furthermore, is claiming that each "trait" has a "programming 
interface", and an "implementation", it is inherent that "top-level traits" and "subtraits" 
have "programming interfaces" and "implementations". Finally, in not claiming the 
definition or creation of a "top-level trait", the examiner asserts that the previously 
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defined "trait" is the same as the "top-level trait". 

- Regarding the applicant's claimed use of a "trait", the examiner has not been able to 
determine from the claimed invention which "portion" of the solution algorithm the 
"traits" "characterize". 

- Regarding the applicant's claimed "system" (of claim 20), the examiner takes the 
position that the claimed system is a software system and not a computer hardware 
system. 

- Regarding the claimed invention in general, it appears that the applicant is only 
attempting to claim the process of programming the software representation of the 
problem to be solved, but does not actually solve the problem. Therefore examiner 
respectfully reminds the applicant that taking an abstract process and putting it on a 
computer does not make it patent eligible subject matter. This is due to the fact that the 
abstract process has to, on its own, produce a real world result. 

Should the applicant choose to amend, the Examiner respectfully suggests that the 
applicant further indicate what how the claimed information relates to the real world (i.e. 
a practical application and tangible result ) in the body of the claimed invention, what type 
of problems are being solved, and include method steps that indicate something is 
actually created (in lieu of selecting, defining and specifying). (The previously cited 
suggestions are not a recitation of allowable subject matter, but are rather subject matter 
disclosed/claimed by the applicant which will help further distinguish the claimed 
invention from the prior art. Furthermore, any amendment will require further searching 
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of the prior art.). 
Claims 1-8 and 10-20 are rejected. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Adrian L. Kennedy whose telephone number is (571) 270-1505. The 
examiner can normally be reached on Mon -Fri 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David Vincent can be reached on (571) 272-3687. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/ALK7 

/Joseph P. Hirl/ 

Primary Examiner, Art Unit 2129 



/David R Vincent/ 
Supervisory Patent Examiner, 
Art Unit 2129 
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